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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 13, 14, 16 and 20-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gislason et al in view of Ino at al, for the reasons of record. 

Claims 13, 14, 16 and 20-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ino et al in view of Gislason et al, for the reasons of record. 

Claims 19 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gislason et al in view of Ino et al as applied to claim 13 above, and further in view 
of Shore et al. It would be further obvious from Shore et al to employ the system of 
Gislason et al in conjunction with a fuel cell. 

Claims 19 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ino et al in view of Gislason et al as applied to claim 13 above, and further in view 
of Shore et al. It would be further obvious from Shore et al to employ the system of Ino 
et al in conjunction with a fuel cell. 

Applicants' argument, that claim 13 requires that neither hydrogen nor oxygen 
be added while desulfurizing the hydrocarbon fuel, is not convincing. Gislason et al 
disclose in the paragragh bridging columns 13 and 14 that the agent which interferes 
with any possible chemical or physical reacting of the olefinic or aromatic compounds in 
the hydrocarbon stream "preferably" be hydrogen. Accordingly Gislason et al imply that 
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any such agent could be employed, hydrogen merely being "preferred". It would be 
obvious to employ an agent other than hydrogen as such interfering agent, such as an 
inert gas. It would be within the skill of one of ordinary skill in the art to determine other 
suitable interfering agents. No hydrogen would be added to the hydrocarbon fuel while 
desulfurizing under such scenario. Applicants' argument, that hydrogen is introduced 
during desulfurization in each of the examples of Gislason et al, is not convincing, since 
the teachings of Gislason et al are not limited to the examples. Applicants' argument, 
that the method of claim 13 can obtain a desulfurization level of 0.1 ppm or less of 
sulfur, is not convincing, since there is no evidence on record to support such 
contention, at least under the broad conditions embraced by claim 13. Applicants' 
argument, that one of ordinary skill in the art of desulfurization of hydrocarbons would 
not consider using the process of Gislason et al to desulfurize hydrocarbons for use in a 
proess for the preparation of hydrogen because in such processes sulfur content must 
be lowered to a very small value (e.g., 0.1 ppm or less), is not convincing. Ino et al 
teach at col. 4, lines 36-40 that in cases where hydrocarbons to be used have a sulfur 
content of more than 0.5 wt. ppm, it is "preferable" that they be desulfurized beforehand. 
Accordingly one of ordinary skill in the art would recognize that the desulfihzed 
hydrocarbons of Gislason et al could be used in the steam reforming process of Ino et 
al, although such desulfurized hydrocarbons (of Gislason et al ) would not be preferred.. 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 19, 30 and 31 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. In claim 19, the phrase "wherein the 
desulfurizer is neither hydrogen nor oxygen is added..." is ungrammatical and therefore 
indefinite. Moreover, the phrase "neither hydrogen nor oxygen is added" is a method 
limitation which is improper in an apparatus claim. It is well-settled that method 
limitations are improper in apparatus claims since it is the apparatus structure which is 
being covered, and not the method of using such structure. In claims 30 and 31 , it is 
indefinite as to when the cerium oxide is calcined (I.e., before or after the desulfurization 
step, or either). 

Claims 30 and 31 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. There is no "description support" in the 
original specification for calcining the cerium oxide "at a temperature of from 120 to 400 
C". Applicants' argument, that support can be found in original claims 9 and 26, is not 
convincing, since original claim 9 recites a calcination temperature of "400C or lower", 
which would not provide support for a temperature of "from 120 to 400 C", and there 
does not appear to be an original claim 26. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wayne Langel whose telephone number is 571-272- 
1353. The examiner can normally be reached on Monday through Friday, 8 am - 3:30 
pm Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 571-272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Wayne Langel/ 

Primary Examiner, Art Unit 1793 
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